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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3-10, 12-21, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over applicant's admitted prior art in view of Bontemps et al. (U.S. Patent 
5,923,663). 



1 0 In regards to claim 1 , applicant's admitted prior art discloses "a communication 

system having a router, said router having a PCI-compliant front card, said front card 
begin configured to accept a LAN or WAN compliant back card, a method for detecting 
the absence of a Phy Layer device on the back card and communicating said absence 
to the front card, said method comprising: 

15 receiving, by... the front card, a sensing signal from the back card (Specification, 

page 3, lines 2-14)..." 

However, applicant's admitted prior art fails to teach "...a switching input of a tri- 
state buffer..." and "if said sensing signal is a logical low, then coupling a IDSEL signal 
corresponding to a particular channel of said back card to said front card; and if said 

20 sensing signal is not low, then decoupling said IDSEL signal from said front card and 
providing a logical low signal in the place of said IDSEL line." 
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Bontemps however, discloses "...a switching input of a tri-state buffer (figure 2, 
element 222 and figure 4 where element 222 is the function equivalent of the tri-state 
buffer by allowing a select signal to be asserted when a device is detected as can be 
read in col. 1 1 , lines 25-38)..." and "if said sensing signal is a logical low, then coupling 
5 a IDSEL signal corresponding to a particular channel of said back card to said front 
card; and if said sensing signal is not low, then decoupling said IDSEL signal from said 
front card and providing a logical low signal in the place of said IDSEL line (col. 1 1 , lines 
25-38; it is noted that although Bontemps does not disclose the sensing signal to be low 
when the select signal is coupled, it is a matter of design choice how the sensing signal 

10 is interpreted because there are only two states and if one state, such as low, affects 
the response of coupling, then the other state, in this case high, will result in the 
decoupling or opposite response; it is also noted that although the "toggle state" of 
Bontemps is not consistently providing a "logical low" in response to a given state of the 
sensing line, it is providing the same effect of decoupling the select line)." 

1 5 It would have been obvious to one with ordinary skill in the art at the time of 

invention to include the "tri-state buffer" and the "coupling/decoupling of the IDSEL line" 
with the front and back cards of applicant's admitted prior art for the purpose of allowing 
detection of devices to a port. The motivation being quicker establishment of 
communication links through detected devices by eliminating a "trial and error" 

20 approach to appropriately connecting devices. 
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In regard to claim 3, applicant's admitted prior art and Bontemps disclose "the 
method of claim 1". However, applicant's admitted prior art lacks "said tri-state buffer 
further has an input and an output, said input and output being serially disposed on a 
IDSEL line corresponding to a particular channel." Bontemps however, further discloses 
5 "said tri-state buffer further has an input and an output, said input and output being 
serially disposed on a IDSEL line corresponding to a particular channel (figure 2, 
element 22 and figure 4, where the input and outputs of element 222 are serially 
disposed on a particular channel corresponding to a particular port)." It would have been 
obvious to one with ordinary skill in the art at the time of invention to include the input 
1 0 and output of the tri-state buffer with the method of claim 1 for the same reasons and 
motivation as in claim 1 . 



In regard to claim 4, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 1". However, Bontemps lacks "said front card comprises and FE MAC, 
1 5 and said back card comprises an FE Phy." Applicant's admitted prior art however, 

further discloses "said front card comprises and FE MAC, and said back card comprises 
an FE Phy (figure 1 , elements 100 and 101 )." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
the method of claim 1 for the same reasons and motivation as in claim 1 . 

20 

In regard to claim 5, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim A". However, Bontemps lacks "said front card and said back card are 
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coupled via an Ml! bus." Applicant's admitted prior art however, further discloses "said 
front card and said back card are coupled via an Mil bus (figure 2, element 1 14)." It 
would have been obvious to one with ordinary skill in the art at the time of invention to 
include the Mil bus with the method of claim 4 for the same reasons and motivation as 
5 in claim 4. 

In regard to claim 6, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 1". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 
[or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the method of claim 1 as a matter of 
design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
devices are chosen based on the type of network or on requirements for communication 
and not chosen based on applicant's invention. Therefore, choosing HDLC control 
versus ATM SAR (as can be seen in Table 1) is a matter of design choice. The 
motivation for choosing the different devices would be based on the type of network and 
the requirements needed for communication. 

20 In regard to claim 7, applicant's admitted prior art and Bontemps disclose "[the 

method] of claim 6". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a TDM bus." Although both applicant's 
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admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a TDM bus", it would have been obvious to one with ordinary skill in the art to 
include this with the method of claim 6 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
5 on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a TDM bus versus a Mil bus (as can be seen 
in Table 1) is a matter of design choice. The motivation for choosing the different bus 
would be based on the type of network and the requirements needed for 
communication. 

10 

In regard to claim 8, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 1". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an ATM SAR, and said back card comprises an ATM Phy." 
Although both applicant's admitted prior art and Bontemps lack "the ATM SAR" and 

1 5 "ATM Phy", it would have been obvious to one with ordinary skill in the art to include 
these with the method of claim 1 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these devices are chosen based on the 
type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing ATM SAR versus HDLC control (as can be 

20 seen in Table 1 ) is a matter of design choice. The motivation for choosing the different 
devices would be based on the type of network and the requirements needed for 
communication. 
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In regard to claim 9, applicant's admitted prior art and Bontemps disclose "[the 
method] of claim 8". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 
5 admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 
include this with the method of claim 8 as a matter of design choice. As can be seen in 
applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
10 applicant's invention. Therefore, choosing a Utopia bus versus a MM bus (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 
bus would be based on the type of network and the requirements needed for 
communication. 



15 In regard to claim 10, applicant's admitted prior art discloses "a communication 

system having a router, said router having a PCI-compliant front card, said front card 
begin configured to accept a LAN or WAN compliant back card, an apparatus for 
detecting the absence of a Phy Layer device on the back card and communicating said 
absence to the front card (background of specification and figures 1 and 2).,." 

20 However, applicant's admitted prior art lacks "means for switching disposed on 

the front card comprising a tri-state buffer wherein said tri-state buffer has an input, an 
output, and a switching input wherein said input and output of said tri-state buffer being 
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serially disposed on said front card and said switching input of said tri-state buffer is 
configured to be coupled to said back card; said means for switching being configured 
to receive a sensing signal from the back card, said sensing signal having a first and 
second state; said means for switching being further configured to provide a 
5 predetermined signal to said front card responsive to said state of sensing signal." 

Bontemps however, discloses "means for switching disposed on the front card 
comprising a tri-state buffer wherein said tri-state buffer has an input, an output, and a 
switching input wherein said input and output of said tri-state buffer being serially 
disposed on said front card and said switching input of said tri-state buffer is configured 

10 to be coupled to said back card; said means for switching being configured to receive a 
sensing signal from the back card, said sensing signal having a first and second state; 
said means for switching being further configured to provide a predetermined signal to 
said front card responsive to said state of sensing signal (figure 2, element 222 and 
figure 4 where element 222 is the function equivalent of the tri-state buffer by allowing a 

1 5 select signal to be asserted when a device is detected as can be read in col. 1 1 , lines 
25-38)." 

It would have been obvious to one with ordinary skill in the art at the time of 
invention to include the "tri-state buffer" with the front and back cards of applicant's 
admitted prior art for the purpose of allowing detection of devices to a port. The 
20 motivation being quicker establishment of communication links through detected 

devices by eliminating a "trial and error" approach to appropriately connecting devices. 
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In regard to claim 12, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 10". However, Bontemps lacks "said front card comprises and FE 
MAC, and said back card comprises an FE Phy." Applicant's admitted prior art however, 
further discloses "said front card comprises and FE MAC, and said back card comprises 
5 an FE Phy (figure 1, elements 100 and 101)." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
the apparatus of claim 10 for the same reasons and motivation as in claim 10. 



In regard to claim 13, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 12". However, Bontemps lacks "said front card and said back card 
are coupled via an MM bus." Applicant's admitted prior art however, further discloses 
"said front card and said back card are coupled via an Mil bus (figure 2, element 114)." 
It would have been obvious to one with ordinary skill in the art at the time of invention to 
include the MM bus with the apparatus of claim 12 for the same reasons and motivation 
as in claim 12. 

In regard to claim 14, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 10". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 
20 [or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the apparatus of claim 10 as a matter 
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of design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
devices are chosen based on the type of network or on requirements for communication 
and not chosen based on applicant's invention. Therefore, choosing HDLC control 
versus ATM SAR (as can be seen in Table 1 ) is a matter of design choice. The 
5 motivation for choosing the different devices would be based on the type of network and 
the requirements needed for communication. 



In regard to claim 15, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 14". However, applicant's admitted prior art and Bontemps lack "said 

10 front card and said back card are coupled via a TDM bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a TDM bus", it would have been obvious to one with ordinary skill in the art to 
include this with the apparatus of claim 14 as a matter of design choice. As can be seen 
in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 

1 5 on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a TDM bus versus a Mil bus (as can be seen 
in Table 1) is a matter of design choice. The motivation for choosing the different bus 
would be based on the type of network and the requirements needed for 
communication. 

20 

In regard to claim 16, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 10". However, applicant's admitted prior art and Bontemps lack "said 
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front card comprises an ATM SAR, and said back card comprises an ATM Phy." 
Although both applicant's admitted prior art and Bontemps lack "the ATM SAR" and 
"ATM Phy", it would have been obvious to one with ordinary skill in the art to include 
these with the apparatus of claim 10 as a matter of design choice. As can be seen in 
5 applicant's specification, page 15, lines 5-13 these devices are chosen based on the 
type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing ATM SAR versus HDLC control (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 
devices would be based on the type of network and the requirements needed for 
10 communication. 



In regard to claim 17, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 10". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 

1 5 admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 
include this with the apparatus of claim 1 0 as a matter of design choice. As can be seen 
in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 

20 applicant's invention. Therefore, choosing a Utopia bus versus a Mil bus (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 
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bus would be based on the type of network and the requirements needed for 
communication. 



In regard to claim 18, applicant's admitted prior art discloses "an apparatus for 
5 detecting the absence of a LAN or WAN compliant device, said apparatus comprising: a 
PCI-compliant front card, said front card being configured to accept a LAN or WAN 
compliant back card (Background section of the specification and figures 1 and 2),.," 
However, applicant's admitted prior art lacks "said front card further having a 
switch, said switch being a tri-state buffer and being serially disposed on a IDSEL 
10 connection corresponding to a particular channel on said front card, said switch being 
further configured to receive a sensing signal corresponding to said channel from said 
device by switching input of said tri-state buffer; and wherein said apparatus is 
configured to couple said IDSEL connection to said front card if said sensing signal is in 
a first state, and provide a low potential to said front card if said sensing signal is in a 
15 second state." 

Bontemps however, discloses "said front card further having a switch, said switch 
being a tri-state buffer and being serially disposed on a IDSEL connection 
corresponding to a particular channel on said front card, said switch being further 
configured to receive a sensing signal corresponding to said channel from said device 
20 by switching input of said tri-state buffer (figure 2, element 222 and figure 4 where 

element 222 is the function equivalent of the tri-state buffer by allowing a select signal to 
be asserted when a device is detected as can be read in col. 1 1 , lines 25-38; ); and 
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wherein said apparatus is configured to couple said IDSEL connection to said front card 
if said sensing signal is in a first state, and provide a low potential to said front card if 
said sensing signal is in a second state (col. 1 1 , lines 25-38; it is noted that although 
Bontemps does not disclose the sensing signal to be low when the select signal is 
5 coupled, it is a matter of design choice how the sensing signal is interpreted because 
there are only two states and if one state, such as low, affects the response of coupling, 
then the other state, in this case high, will result in the decoupling or opposite response; 
it is also noted that although the "toggle state" of Bontemps is not consistently providing 
a "logical low" in response to a given state of the sensing line, it is providing the same 

1 0 effect of decoupling the select line)/' 

It would have been obvious to one with ordinary skill in the art at the time of 
invention to include the "tri-state buffer" and the "coupling of the IDSEL line" with the 
front and back cards of applicant's admitted prior art for the purpose of allowing 
detection of devices to a port. The motivation being quicker establishment of 

15 communication links through detected devices by eliminating a "trial and error" 
approach to appropriately connecting devices. 



In regard to claim 19, applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 18". However, Bontemps lacks "said front card comprises and FE 
20 MAC, and said back card comprises an FE Phy." Applicant's admitted prior art however, 
further discloses "said front card comprises and FE MAC, and said back card comprises 
an FE Phy (figure 1 , elements 100 and 101 )." It would have been obvious to one with 
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ordinary skill in the art at the time of invention to include the FE MAC and FE Phy with 
the apparatus of claim 18 for the same reasons and motivation as in claim 18. 



In regard to claim 20, applicant's admitted prior art and Bontemps disclose "the 
5 apparatus of claim 19". However, Bontemps lacks "said front card and said back card 
are coupled via an Ml! bus." Applicant's admitted prior art however, further discloses 
"said front card and said back card are coupled via an Ml! bus (figure 2, element 114)." 
It would have been obvious to one with ordinary skill in the art at the time of invention to 
include the Mil bus with the apparatus of claim 19 for the same reasons and motivation 
10 as in claim 19. 



In regard to claim 21 , applicant's admitted prior art and Bontemps disclose "the 
apparatus of claim 20". However, applicant's admitted prior art and Bontemps lack "said 
front card comprises an HDLC control, and said back card comprises a T1/E1 framer 

15 [or] line interface." Although both applicant's admitted prior art and Bontemps lack "the 
HDLC control" and "T1/E1 framer or line interface", it would have been obvious to one 
with ordinary skill in the art to include these with the apparatus of claim 20 as a matter 
of design choice. As can be seen in applicant's specification, page 15, lines 5-13 these 
devices are chosen based on the type of network or on requirements for communication 

20 and not chosen based on applicant's invention. Therefore, choosing HDLC control 
versus ATM SAR (as can be seen in Table 1 ) is a matter of design choice. The 
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motivation for choosing the different devices would be based on the type of network and 
the requirements needed for communication. 



In regard to claim 24, applicant's admitted prior art and Bontemps disclose "the 
5 apparatus of claim 16". However, applicant's admitted prior art and Bontemps lack "said 
front card and said back card are coupled via a Utopia bus." Although both applicant's 
admitted prior art and Bontemps lack "said front card and said back card are coupled 
via a Utopia bus", it would have been obvious to one with ordinary skill in the art to 
include this with the apparatus of claim 18 as a matter of design choice. As can be seen 

10 in applicant's specification, page 15, lines 5-13 these coupling means are chosen based 
on the type of network or on requirements for communication and not chosen based on 
applicant's invention. Therefore, choosing a Utopia bus versus a Mil bus (as can be 
seen in Table 1) is a matter of design choice. The motivation for choosing the different 
bus would be based on the type of network and the requirements needed for 

15 communication. 



Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bontemps et al. in view of Frischknecht et al. (U.S. Patent 5,878,044). 

Regarding claim 22, Bontemps discloses the apparatus of claim 18. However, 
20 Bontemps lacks what Frischknecht discloses, that is "said front card and said back card 
are coupled via a TDM bus (col. 4, lines 19-20)." It would have been obvious to one with 
ordinary skill in the art at the time of invention to include the TDM bus between the back 
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card and front with the apparatus of claim 18 for the purpose of multiplexing many 
signals into one signal (Frischknecht, col. 1, lines 31-34). The motivation for this being 
that multiplexing many signals into one signal allows greater throughput than just one 
signal. 

5 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bontemps et al. and applicant's admitted prior art as applied to claim 20 above, and 
further in view of Nattkemper et al, (U.S. Patent 5,953,318). 

Regarding claim 23, Bontemps and applicant's admitted prior art disclose the 

10 apparatus of claim 20. However, Bontemps and applicant's admitted prior art lack what 
Nattkemper discloses, that is "said front card comprises an ATM SAR, and said back 
card comprises an ATM Phy (figure 2, elements 32 and 31)." It would have been 
obvious to one with ordinary skill in the art at the time of invention to include the ATM 
SAR and ATM Phy with the apparatus of claim 20 for the purpose of allowing 

15 information to be transmitted and packaged using the ATM standard (Frischknecht, col. 
5, lines 33-41). The motivation being that ATM provides a fast means for transmitting 
data. 



20 



Response to Arguments 

Applicant's arguments filed 22 March 2004 have been fully considered but they 
are not persuasive. 
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Applicant argues that for claim 1, claim 10, and claim 18, Bontemps does not 
teach "receiving, by a switching input of a tri-state buffer provided on the front card..." 
because Bontemps teaches the tri-state buffer is on the "back card" as taken in the 
context of applicant's invention. Examiner respectfully disagrees. Although Bontemps 
5 may describe a tri-state buffer that is on a "back card" as defined in applicant's 

invention, the rejection is not applied by assuming that the tri-state buffer is on a "back 
card". The rejection is meant to show that it would have been obvious to one with 
ordinary skill in the art to have a tri-state buffer on a card (front or back) to allow for 
switching of the inputs. The achieved results of the tri-state buffer are the same for front 
10 and back cards and thus the decision to put the tri-state buffer on the front card versus 
the back card is a matter of design choice. Therefore, Bontemps fully discloses the 
limitation. 

The rejections for dependent claims 3-9, 16-17, and 19-24 all depend from 
claims 1,10, and 18 are maintained. 

15 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
20 references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed, Cir. 1988)and In re 
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Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, support for the 
motivation to combine can be found in Bontemps et a!., col. 3, lines 66-col. 4, lines 1-4. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua Kading whose telephone number is (703) 305- 
0342. The examiner can normally be reached on M-F: 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas 01 ms can be reached on (703) 305-4703. The fax phone number 
for the organization vi^here this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). _ 
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